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Application/Control Number: 1 0/775, 1 1 0 Page 2 

Art Unit: 1631 

Detailed Action 

RESPONSE TO APPLICANT 

1 . The preliminary amendment to the claims are acknowledged. Claims currently 
under examination are 1-6. 

2. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 1 9(a)-(d), which 
papers have been placed of record in the file. 

3. Regarding the specification, there appears to be no amendments to the 
specification which adds SEQ ID NO:s to the disclosure. How would one relate the 
sequences disclosed in the sequence listing with the sequences in the figures? A 
suggestions is to amend the Brief Description of the Figures to recite the appropriate 
SEQ ID NO: for Figures 2 and 4, and to amend the disclosure to recite each SEQ ID 
NO: where appropriate. 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C, 1 02 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 3, 4, and 6 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Murray et al. (U.S. Patent No. 6,876,930) 
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Applicant claims a method of extracting data from two databases and calculating 
the frequency of appearance of keywords from a key word table. A tree structure is 
used to organize the keywords in a table. 

Murray et al. teach extracting data from literature databases such as MEDLINE, 
related to a certain gene (col. 2 line 63 to col. 3 line 6) using a computer and 
programmed algorithms. The limitations recited in claim 1 are further described in col. 
26, lines 13-50, col. 27, line 58 (Fig. 10) to col. 29, as well as throughout the body of the 
prior art. Murray et al. teach how literature relevant to genes in a list of genes is 
identified, downloaded and stored (col. 26, lines 14-15). Relationships between genes 
are then extracted from the literature using information extraction techniques, cross 
referenced and graphed (col. 26, lines 16-20). The data produced and graphed is stored 
in a 2 nd database referred to as the "expert database" (col. 26, lines 20-26), as in instant 
claim 1, lines 9-10. Here the identifier (instant claim 1, lines 7-8) is the criteria used to 
extract the relationship between the genes. The data from the second database may 
then be viewed by the user who searches to verify gene expression results. 

Furthermore, finding the frequency of a biological topic described in abstracts is 
taught. These published references are then scored based on the times they are 
referenced in other journals (col. 17, lines 34-47, col. 18, lines 1-4, and Table 1). The 
prior art teaches the limitations of claim 1, lines 11-14. Here keywords can be the 
journal titles stored in a database along with the abstracts and articles. 
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As recited in claim 3, Murray et al. teach extracting data for a plurality of gene 
sequences (e.g. col. 3, lines 4-6 and col. 6, lines 41-46) throughout the specification and 
do not limit query strategies to one sequence at a time. 

As in recited in claims 4 and 6, a database environment is described (col. 7, line 
10 to col. 10, line 9) by Murray et al. where the above described method is carried out 
with a computer. 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 
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Claims 2 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Murray et al (U.S. Patent No. 6,876,930) as applied to claims 1, 3, 4, and 6 above in 
combination with Getchius (U.S. Patent No. 6,519,592) 

Murray et al. teach extracting data from literature databases such as MEDLINE, 
related to a certain gene (col. 2 line 63 to col. 3 line 6) using a computer and 
programmed algorithms. The limitations recited in claim 1 are further described in col. 
26, lines 13-50, col. 27, line 58 (Fig. 10) to col. 29, as well as throughout the body of the 
prior art. Murray et al. teach how literature relevant to genes in a list of genes is 
identified, downloaded and stored (col. 26, lines 14-15). Relationships between genes 
are then extracted from the literature using information extraction techniques, cross 
referenced and graphed (col. 26, lines 16-20). The data produced and graphed is stored 
in a 2 nd database referred to as the "expert database" (col. 26, lines 20-26), as in instant 
claim 1, lines 9-10. Here the identifier (instant claim 1, lines 7-8) is the criteria used to 
extract the relationship between the genes. The data from the second database may 
then be viewed by the user who searches to verify gene expression results. 

Furthermore, finding the frequency of a biological topic described in abstracts is 
taught. These published references are then scored based on the times they are 
referenced in other journals (col. 17, lines 34-47, col. 18, lines 1-4, and Table 1). The 
prior art teaches the limitations of claim 1, lines 11-14. Here keywords can be the 
journal titles stored in a database along with the abstracts and articles. 
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Murray et al. also teach "tagging" particular nouns and verbs related to a 
particular gene (col. 28, lines 24-26) and using decision trees to extract information from 
text (col. 29, lines 39-45), as in claim 2 which uses a tree structure to organize 
keywords in categories. However, Murray et al. does not teach the use of tree 
structures. 

As recited in claim 3, Murray et al. teach extracting data for a plurality of gene 
sequences (e.g. col. 3, lines 4-6 and col. 6, lines 41-46) throughout the specification and 
do not limit query strategies to one sequence at a time. 

As in recited in claims 4, 5, and 6, a database environment is described (col. 7, 
line 10 to col. 10, line 9) by Murray et al. where the above described method is carried 
out with a computer. However, Murray et al. does not teach the use of tree structures in 
the database environment as recited in claim 5. 

Murray et al. do not directly teach a keyword table with a tree structure as recited 
in claims 2 and 5. However, tree structures have long been known the computational 
arts as effective ways to arrange data, especially for queries. Getchius et al. teaches the 
use of a tree structure for tabulating computational data (col. 21, lines 5-6 and col. 33, 
lines 17-26). To build the table, the frequency of entries for each category is counted 
(col. 20, lines 38-44), thus the frequency of each key word that makes up a category is 
known. 

It would have been prima facie obvious to one of ordinary skill in the art at the 
time the invention was made to have implemented tree structures as a commonly used 
form of programmable data structure in the database structures of Murray. One of skill 



Application/Control Number: 1 0/775, 1 1 0 Page 7 

Art Unit: 1631 

in the art would have been motivated to use tree structures, as they are considered to 
be an effective way for arranging data that will need to be retrieved, for example, in a 
query. One of skill in the art would have had the further motivation to implement the 
tree structures of Getchius in the methods and structures of Murray et al. as it allows for 
faster and more efficient access to information than data that is arranged in a linear 
table or list. One of skill in the art would have had a reasonable expectation of success 
at utilizing tree structures in the methods and structures of Murray, as they were well 
known in the art and do not require any special programming or hardware. Therefore, 
the invention as a whole would have been prima facie obvious, absent evidence to the 
contrary. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-6 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. The instant claims do not recite a physical 
action or a physical manipulation of a physical object. It is insufficient to recite "A 
program for causing a computer to carry out ..." (as in claim 4) because computation 
within a computer is not considered statutory subject matter. To overcome this 
rejection, claims may recite the display of data on a computer screen or the physical 
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entering of data. Written basis as filed is required for any such amendment to the claims 
of that type. 



Objections 

3. The disclosure is objected to because of the following informalities: 

It contains an embedded hyperlink and/or other form of browser-executable code 
on page 1 of the specification. Applicant is required to delete the embedded hyperlink 
and/or other form of browser-executable code. See MPEP § 608.01. Appropriate 
correction is required. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anna Skibinsky whose telephone number is (571) 272- 
4373. The examiner can normally be reached on 8 am - 5:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ardin Marschel can be reached on (571) 272-0718. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). A 




